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REMARKS 

Applicants respectfully request reconsideration of the present application. 

Claims 1-39 are pending in the present application. In the above amendments, claims 40-44 
have been added. All of the amendments are fully supported throughout the specification, and no 
new matter has been added. Therefore, after entry of the above amendments, claims 1-44 will be 
pending in this application. 

Applicant believes that the present application is now in condition for allowance, which 
prompt and favorable action is respectfully requested. 

Allowable Subject Matter 

Applicants note with appreciation the Examiner's indication that claims 5, 6, 15, 16, 17, 29 
and 30 are objected to as being dependent upon a rejected base claim, but would be allowable if 
rewritten in independent form including all of the limitations of the base claim and any intervening 
claims. 

Claim Rejections - 35 USC § 102 

Claims 1-4, 8-13, 18, 20, 21, 32-36, 38 and 39 are rejected under 35 USC 102(e) as being 
anticipated by Moore (U.S. 6,850,744). 

Applicants respectfully traverse the rejection, as the cited reference does not disclose or 
suggest all of the recited subject matter. For a prior art reference to anticipate, 35 U.S.C. §102 
requires that "each and every element as set forth in the claim is found, either expressly or 
inherently described, in a single prior art reference."^ 

(i) No full power scan/cell selection 

In particular, with regard to independent claims 1, 8, 20, 21 and 32, Moore does not 
disclose or suggest: 

a full power scan on an entire list of radio frequency (RF) channels of 
interested for cell selection to find a current serving cell from which to receive 
communication service. . .(claims 1, 8, 20 and 21) 

or 



' In re Robertson, 169 F.3d 743, 745, 49 USPQ2d 1949, 1950 (Fed. Cir. \999){quoting Verdegaal Bros., Inc. v. 
Union Oil Co., 814 F.2d 628, 631, 2USPQ2d 1051, 1053 (Fed. Cir. 1987)). 
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performing cell selection with a first list of radio fi-equency (RF) channels 
to identify a current serving cell. . .(claim 32). 

The Examiner alleges that Moore discloses the above-recited "full power scan" by stating that 
the disclosure in Moore that "mobile station receives neighbor list and scan (sic) the neighbor 
list, see col. 4, lines 25-29; whereby the neighbor hst which include (sic) ineligible and eligible 
control channels, is being associated with 'full power scan on the entire list.'"^ The statements 
of Moore, however, disprove the allegations of the Examiner. 
Specifically, Moore teaches that: 

When mobile station is in cell Ci, it may be camped on to the control channel 
from base station BSi. The control channel BSi will transmit a list of 
neighboring control channels.^ 

and 

When the mobile station receives the neighbor list fi-om the control channel on 
which it is camped, it stores that neighbor list in memory."* 

As such, according to the teachings of Moore, the mobile station must be connected to a serving 
cell in order to receive neighbor list. Moore is silent with respect to how the mobile station made 
the connection to the serving cell. In contrast, the recited subject matter relates to "a full power 
scan ... to find a current serving cell." Therefore, the disclosure in Moore of the mobile station 
scanning the neighbor list occurs after connecting to a serving cell, and thus cannot disclose or 
suggest "a full power scan ... to find a current serving cell" as recited by the present claims. 

Thus, the cited reference fails to teach or suggest all of the recited subject matter of 
independent claims 1, 8, 20, 21 and 32. 

(ii) No cell selection with one list of RF channels, then cell reselection with another 
list with less than or a subset of the RF channels used in cell selection 

Alternately or in addition, with regard to independent claims 1, 8, 20, 21 and 32, Moore 
does not disclose or suggest: 

a fiill power scan on an entire list of radio frequency (RF) channels of 

^ Office Action mailed March 23, 2007, p. 3. 

^ US Patent No. 6,850,744 to Moore, col. 3, lines 27-30. 

''Id. at lines 43-45. 

14 



Attorney Docket No. 030148 



interested for cell selection to find a current serving cell from which to receive 
communication service. . . 

. . .a partial power scan on a first list of RF channels [for cell reselection]. . . 

. . .wherein the first list includes fewer than all RP channels in the entire 
list evaluated for cell selection . . .(claims 1 , 8, 20 and 21) 

or 

performing cell selection with a first list of radio irequency (RF) channels 
to identify a current serving ceil. . . 

. . .performing second cell reselection with a second list of RF channels . . . 
the second list including a subset of the RF channels in the first list (claim 32). 

The Examiner alleges that Moore discloses an "eligible candidate control channel" and "cell re- 
selection process, see col. 4, lines 44-66" that anticipate the recited subject matter.^ A detailed 
reading of Moore, however, disproves this allegation. 

Moore teaches that the "eligible candidate control channel" and the "cell re-selection 
process" both are based on the neighbor list received "from the control channel on which it is 
presently camped."^ As discussed in detail above, Moore does not provide any disclosure or 
suggestion of performing cell selection with an "entire" or "first" list. As such, Moore is silent 
with respect to cell selection. And, since the neighbor list of Moore is received "from the control 
channel on which it is presently camped," the neighbor list is not the recited "entire" or "first" 
list used for cell selection, which occurs prior to camping on a control channel. Thus, Moore 
does not disclose or suggest one list used for cell selection, and then performing cell reselection 
with another list that includes "fewer than all RF channels in the entire list evaluated for cell 
selection" or "a subset of the RF channels in the first list [i.e. the cell selection list]," as recited 
by the present claims. 

Thus, the cited reference fails to teach or suggest all of the recited subject matter of 
independent claims 1, 8, 20, 21 and 32. 

(iii) No second cell reselection based on failure of first cell reselection, where the 
second cell reselection uses a list of RF channels that is a subset of the list used for cell 
selection 

Additionally, with regard to independent claim 32, Moore does not disclose or suggest: 



Office Action at p. 4, lines 1-3. 
* Moore at col. 4, lines 25-26. 
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performing cell selection with a first list of radio fi-equency (RF) channels 
to identify a current serving cell. . . 

if the current serving cell becomes unsuitable or a better cell is identified, 
performing first cell reselection. . . 

if the first cell reselection fails, performing second cell reselection with a 
second list of RP channels ... the second list including a subset of the RF 
channels in the first list. 

The Examiner has not provided any citation as to how Moore anticipates the subject matter of "if 
the first cell reselection fails, performing second cell reselection with a second list of RF 
channels ... the second list including a subset of the RF channels in the first list," as recited by 
claim 32. As discussed in detail above, Moore does not disclose or suggest "performing cell 
selection with a first list of radio frequency (RF) channels to identify a current serving cell," nor 
does Moore disclose or suggest "performing second cell reselection with a second list of RF 
channels . . . the second list including a subset of the RF channels in the first list," as recited by 
claim 32. According to the teachings of Moore, the mobile station must be connected to a 
serving cell in order to receive neighbor list. Therefore, the disclosure in Moore of the mobile 
station scanning the neighbor list occurs after connecting to a serving cell, and thus cannot 
disclose or suggest "performing cell selection with a first list of radio fi-equency (RF) channels to 
identify a current serving cell," nor docs Moore disclose or suggest "performing second cell 
reselection with a second hst of RF channels ... the second list including a subset of the RF 
channels in the first hst," as recited by claim 32. 

(iv) Dependent claims 2-4, 9-13, 18, 33-36, 38 and 39 

Claims 2-4, 9-13, 18, 33-36, 38 and 39 depend fi-om respective ones of claims 1, 8, 20, 21 
and 32, and thus are allowable for at least the same reasons. Further, each of these claims 
independently recite subject matter not disclosed or suggested by the cited reference. 

For example, referring to claims 2, 10 and 32, Moore does not disclose or suggest 

wherein the partial power scan on the first list of RF channels and the 
processing of the at least one RF channel in the second hst are performed only 
if the cell reselection to the better cell fails (claim 2) 

performing the obtaining a first list, performing a partial power scan, 
obtaining a second list, processing, and selecting if the cell reselection to the 
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better cell fails (claim 10) 

if the current serving cell becomes unsuitable or a better cell is identified, 
performing first cell reselection on at least one candidate cell to identify a new 
serving cell; and if the first cell reselection fails, performing second cell 
reselection with a second list of RF channels ... the second list including a 
subset of the RF channels in the first list (claim 32). 

The Examiner alleges that Moore discloses the above-noted subject matter by referring to the 
"reselection process, see col. 1, lines 41-60".^ A detailed reading of Moore, however, disproves 
this allegation. 

Moore teaches the standard re-selection process according to IS- 136, wherein a mobile 
terminal identifies primary candidate control channels fi"om the neighbor list received when camped 
on a control channel. Further, once a 

primary candidate has been determined the mobile station attempts to re-select to 
that control channel. . . If the attempt is unsuccessful, then the mobile station 
either selects the next appropriate candidate channel (that is a secondary 
candidate channel) or repeats the analysis of the entire Ust of candidate channels 
attempting to determine another candidate channel for re-selection.^ 

As such, based on the teachings of Moore, the entire re-selection process, including another attempt 
if a failure occurs, is based on identifying candidates based on the neighbor list. As discussed 
above, the neighbor list is only received after being camped on a control channel of a serving cell. 
In contrast, the present claims recite vising a hst based on the cell selection list, which is not 
disclosed or suggested by Moore. Thus, Moore fails to disclose or suggest all of the recited subject 
matter. 

Therefore, based on the above remarks, Applicant respectfully requests that the Examiner 
withdraw the rejection of claims 1-4, 8-13, 18, 20, 21, 32-36, 38 and 39 as being anticipated over 
Moore. 

Rejections under 35 USC § 103(a) based on Moore and Otting et al. 

Claims 7, 19 and 37 are rejected under 35 USC 103(a) as being obvious in view of Moore 

' Office Action at p. 4, second to last line to p. 5, line 4. 
^ Moore at col. 1, line 62 to col. 2, line 5. 
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and further in view of Otting et al. (U.S. 6,771,960). 

Applicants respectfully traverse this rejection, as any combination of the cited references 
fails to disclose or suggest all of the recited subject matter. 

To reject claims in an application under §103, an examiner must establish a prima facie 
case of obviousness. A prima facie case of obviousness is established by a showing of three 
basic criteria. First, there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art, to modify 
the reference or to combine reference teachings. Second, there must be a reasonable expectation 
of success. Finally, the prior art reference (or references when combined) must teach or suggest 
all the claim limitations.^ The teaching or suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the prior art and not based on 
applicant's disclosure.^" 

As discussed in detail above, Moore fails to disclose or suggest the "first list" that includes 
"fewer than all RP channels in the entire list evaluated for cell selection," as recited by these 
claims. The Examiner attempts to cure this deficiency with Otting, however, Otting has the same 
deficiencies as Moore. In particular, Otting teaches that 

after a mobile radiotelephone is camped within a cell, the mobile is required to 
search for the six strongest signals from base stations in adjacent cells. In 
particular, the mobile receives signal strength measurements of the broadcast 
control channel (BCCH) carriers in a list of BCCH frequencies provided by 
the GSM system in the current (camped) cell. If no list is available, the last 
received list of the current cell is used, if available.'^ 

As with Moore, Otting also requires the mobile to be connected to a serving cell, and to receive a 
list that the mobile checks to identify the six strongest signals. Thus, the list of Otting is not the 
"first hst" that includes "fewer than all RP channels in the entire list evaluated for cell selection," 
as recited by these claims. 

Therefore, based on the foregoing remarks. Applicant respectfully requests that the 
Examiner withdraw the rejection of claims 7, 19 and 37 under 35 USC 103(a) as being obvious over 
Moore in view of Otting et al. 



' See MPEP §706.02(j). 

See In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). 
" US Patent No. 6,771,960 to Otting et al, col. 3, lines 48-56. 
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Rejections under 35 USC § 103(a) based on Moore and Dam et al. 

Claim 14 is rejected under 35 USC 103(a) as being obvious in view of Moore in view of 
Dam et al. (U.S. Pub. No. 20010016504). 

Applicants respectfully traverse this rejection, as any combination of the cited references 
fails to disclose or suggest all of the recited subject matter. 

Claim 14 depends from claim 1, and thus the above-noted deficiencies of Moore apply to 
claim 14 as well. The Examiner has not alleged, and Dam does not in fact, address the deficiencies 
of Moore with respect to the "first Ust" that includes "fewer than all RF channels in the entire list 
evaluated for cell selection," as recited claim 14. Thus, for at least this reason, claim 14 is 
allowable over any combination of the cited references. 

Further, claim 14 is allowable over any combination of the cited references, as there is no 
combination of the references that discloses or suggests that "the N RP channels in the second 
list are processed in parallel to find the suitable cell." The Examiner refers to Dam's teaching of 
"decoding and scanning in parallel at call set-up," and alleges that it would have been "obvious 
to one of ordinary skill in the art to combine the teaching's (sic) of DAM with the system of 
Moore for the benefit of achieving a system with flexibly designed transceiver that render 
operations functions, at base station, more efficient."'^ The Federal Circuit requires the 
Examiner to show a motivation to combine the references to create the case of obviousness. 
That is, the Examiner must sliow reasons tliat tlie sldlled artisan, confronted with same 
problems as the inventor and with no knowledge of the claimed invention, would select the 
elements from the cited prior art references for combination in the manner claimed. The 
Examiner has not provided any rationale, however, as to how one skilled in the art would be 
motivated to combine a teaching related to a call set-up process, as in Dam, to the cell reselection 
process of Moore. These two processes are unrelated, and there mere mention of performing 
acts in parallel in one process does not provide the motivation required to satisfy 35 USC 103. 
Further, the Examiner's alleged rationale to "render operations functions, at base station, more 
efficient" is misplaced with respect to Moore, as Moore is concerned with the cell reselection 
process occurring at the mobile station, not at the base station. Thus, based on the above 
remarks, the cited references fail to disclose or suggest the recited subject matter, and further the 
Examiner has not provided a prima facie rejection under 35 USC 103 as there is no motivation to 

Office Action at p. 1 1, 5-10. 

In reRouffet, 149 F.3d 1350, 1357, 47 U.S.P.Q.2d 1453 (Fed. Cir. 1998) {citations omitted). 
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combine the references. 

Therefore, based on the foregoing remarks, Applicant respectfully requests that the 
Examiner withdraw the rejection of claim 14 under 35 USC 103(a) as being obvious over Moore in 

viewofDametal. 

Rejections under 35 USC § 103(a) based on Moore, Otting et al. and Dam, et al. 

Claims 22-28 and 31 are rejected under 35 USC 103(a) as being obvious in view of Moore 
in view of Otting et al. and further in view of Dam et al. 

AppUcants respectfully traverse this rejection, as there is no combination of the references 
that discloses or suggests all of the recited subject matter. 

With regard to independent claims 22, 23 and 31, Moore does not disclose or suggest: 

a full power scan on an entire list of radio frequency (RP) channels of 
interested for cell selection to find a current serving cell from which to receive 
communication service. . . 

...a partial power scan on a first list of RF channels [for cell reselection]. . . 

...wherein the first list includes fewer than all RP channels in the entire 
list evaluated for cell selection 

for at least the same reasons as discussed in detail above with respect to claims 1, 8, 20 and 21. 
Also, as previously discussed, the Otting and Dam references fail to make up for the deficiencies 
of Moore. Thus, the cited reference fails to teach or suggest all of the recited subject matter of 
independent claims 22, 23 and 31. 

Claims 24-28 depend from independent claim 23, and thus are allowable for at least the 
same reasons. Further, each of these claims independently recite subject matter not disclosed or 
suggested by the cited reference. 

Therefore, based on the foregoing remarks, Applicant respectfully requests that the 
Examiner withdraw the rejection of claims 22-28 and 31 under 35 USC 103(a) as being obvious 
over Moore and Otting et al. and further in view of Dam et al. 

New Claims 

AppUcant has added new claims 40-44 to recite subject matter to which they are entitled. 
There new claims are fully supported throughout the specification. Further, these claims do not 
raise any new issues, as they are based on original claim 15, which the Examiner has indicated as 
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being allowable. 

New claims 40-44 respectively depend from previously presented claims 20, 21, 22, 31 and 
32, and thus are allowable for at least the same reasons as stated above. 

Further, as noted, new claims 40-44 recite the subject matter of allowable claim 15, and thus 
new claims 40-44 are likewise allowable. 

CONCLUSION 

In light of the remarks and amendments contained herein, Applicant submits that the 
application is in condition for allowance, for which early action is requested. 

Please charge any fees or overpayments that may be due with this response to Deposit 
Account No. 17-0026. 

Respectfully submitted, 

Dated: June 25. 2007 By: /AbdoUah Katbab/ 

AbdoUah Katbab, Reg. No. 45,325 
Direct: 858-651-4132 
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